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In a prior column, we discussed Forever 21’s lawsuit against Gucci, seeking to cancel Gucci’s registrations for its
Blue-Red-Blue and Green-Red-Green striped marks, and for a declaration that its clothing and accessory products
that incorporate similar striping are not infringing.

In response to a dismissal by the court, Forever 21 filed a massive, 145-page amended complaint. The complaint
mostly repeats the same allegations, but now also includes more than 100 pictured examples of products sold by
other brands and retailers, including Nordstrom, Bloomingdale’s, Tory Burch, J.Crew, Louis Vuitton, and
Balenciaga.

Forever 21’s argument is that these striped designs are not perceived as trademarks, but are merely decorative
elements used by numerous brands across a wide range of price points.

While it remains to be seen how strong Forever 21’s proofs are, this argument raises an important point for
trademark owners.

As we discussed in our earlier article, a trademark is merely the right to use a particular word or symbol to identify
the source of goods. It is  only infringed when used in a way that confuses or deceives consumers. Consumer
perception is thus paramount – what do consumers think when they see the mark on the trademark owner’s own
product? Are they confused when they see a similar mark on the accused infringer’s product?

Since consumer perception can change over time, so can trademark rights. The bane of every trademark owner is
“genericide” – when a mark is used by the public to identify the generic product rather than a particular brand. A very
famous example is ASPIRIN – once a brand name, it lost its  trademark status when the public used it as a generic
shorthand for acetylsalicylic acid.

Less extreme, but still potentially deadly for a trademark, is the loss of trademark strength.
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If 40 other brands or retailers use the same striped designs as Gucci on their clothing and accessory items, it then
becomes problematic whether the public perceives that design as unique to Gucci and identifies an item as a
“Gucci” item. At best, Gucci would be left with a very weak mark – and competing products would then likely not
confuse anyone.

As a practical matter, this means that a trademark owner has to police the market to stop infringements.

Tolerating other uses of the same mark weakens the mark’s strength, and in extreme cases can even be deemed
abandonment of the mark. This is especially true for marks that consist of product designs or design elements –
which consumers do not necessarily think of as trademarks, and hence require built up commercial strength before
they can be protected.

“ENFORCE IT  OR LOSE IT” is the takeaway here. Trademark owners who wish to keep their rights in their marks need
to vigilantly police the market and make sure that their marks do not lose their source-identifying power through
widespread use.
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Jacket cited in Forever 21’s  amended complaint. Image credit Web s ite Farfetch



 

Tommy Hilfiger jacket, cited in Forever 21’s  amended complaint
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Full disclosure: Mr. Springut formerly represented Gucci in unrelated cases.
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